
Trademark Trial and Appeal Board Electronic Filing System. http://estta.uspto.gov

ESTTA Tracking number: ESTTA678265
Filing date: 06/15/2015

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer Information

Name Art.com, Inc.

Granted to Date
of previous ex-
tension

06/14/2015

Address 2100 Powell Street 13th Floor
Emeryville, CA 94608
UNITED STATES

Attorney informa-
tion

Paul E. Thomas
2810 Gale Road
Wayzata, MN 55391
UNITED STATES
pauledmundthomas@gmail.com Phone:650.804.4845

Applicant Information

Application No 86166439 Publication date 12/16/2014

Opposition Filing
Date

06/15/2015 Opposition Peri-
od Ends

06/14/2015

Applicant Bar-Noy, Sharon
5367 Penfield Ave.
Woodland Hills, CA 91364
UNITED STATES

Goods/Services Affected by Opposition

Class 016. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Magazines in the field of art, fashion,and
culture

Class 042. First Use: 0 First Use In Commerce: 0
All goods and services in the class are opposed, namely: Creating an online community for artists
and creative people

Grounds for Opposition

Priority and likelihood of confusion Trademark Act section 2(d)

Marks Cited by Opposer as Basis for Opposition

U.S. Registration
No.

3601346 Application Date 03/28/2008

Registration Date 04/07/2009 Foreign Priority
Date

NONE

Word Mark ART.COM

http://estta.uspto.gov


Design Mark

Description of
Mark

NONE

Goods/Services Class 035. First use: First Use: 1998/11/12 First Use In Commerce: 1998/11/13
Online retail store services, mail order catalog services, and catalog orderingser-
vices all featuring wall dÃ©cor, posters, art prints, original art, art reproductions,
lithographs, film cells, art etchings, drawings, decorative art objects, wall decals,
wall murals, photographs, note cards, signs, plaques, magnets, tapestries, mir-
rors, calendars, photo frames, art print frames, and t-shirts
Class 040. First use: First Use: 1998/11/12 First Use In Commerce: 1998/11/13
Framing, glazing, mounting, canvas transfer, and other fixation or treatment for
display purposes, namely, transferringto canvas of original and reproduced pic-
tures, paintings, color prints, posters, fine art prints, limited edition prints, photo-
graphs, lithographs, cartoons, film cells, art etchings, drawings, wall decor,
sculptures and other decorative art objects; consultation and providing informa-
tion concerning art framing, mounting and other fixation or treatment for display
purposes, materials, dimensions,matting, glazing and art printing

U.S. Registration
No.

2586749 Application Date 12/23/1999

Registration Date 06/25/2002 Foreign Priority
Date

NONE

Word Mark ART.COM

Design Mark

Description of
Mark

NONE

Goods/Services Class 040. First use: First Use: 1998/11/12 First Use In Commerce: 1998/11/13
custom framing services offered via computer networks and global communica-
tionsnetworks; computerized on-line custom art framing services, consulting and
advisory services on choosing art framing materials, dimensions, matting and
glass and then custom framing of such works of art exemplified by, namely,
framed and unframed original and reproduced paintings, color prints, pictures,
printed art reproductions, limited edition prints, lithographs, lithographic prints,
photographs, pictorial prints, cartoons, color pictures, art prints, art etchings,
drawings, and posters thereof



U.S. Application
No.

86367880 Application Date 08/15/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ART. COM

Design Mark

Description of
Mark

The mark consists of the term "ART" in bold capitals adjacent to a square period
and above the term "COM" in bold capitals.

Goods/Services Class 040. First use: First Use: 2012/06/26 First Use In Commerce: 2012/06/26
Framing, glazing, mounting, canvas transfer, and other fixation or treatment for
display purposes, namely, transferringto canvas of original and reproduced pic-
tures, paintings, color prints, posters, fine art prints, limited edition prints, photo-
graphs, lithographs, cartoons, film cells, art etchings, drawings, wall decor,
sculptures and other decorative art objects; consultation and providing informa-
tion concerning art framing, mounting and other fixation or treatment for display
purposes, materials, dimensions,matting, glazing and art printing

U.S. Application
No.

86367977 Application Date 08/15/2014

Registration Date NONE Foreign Priority
Date

NONE

Word Mark ART. COM



Design Mark

Description of
Mark

The mark consists of the term "ART" in bold capitals and adjacent to a period
and above the term "COM" in bold capitals.

Goods/Services Class 035. First use: First Use: 2012/06/26 First Use In Commerce: 2012/06/26
Online retail store services, mail order catalog services, and catalog orderingser-
vices all featuring wall dÃ©cor, posters, art prints, original art, art reproductions,
lithographs, film cells, art etchings, drawings, decorative art objects, wall decals,
wall murals, photographs, note cards, signs, plaques, magnets, tapestries, mir-
rors, calendars, photo frames, art print frames, and t-shirts

Attachments 77433981#TMSN.png( bytes )
75879692#TMSN.png( bytes )
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Certificate of Service

The undersigned hereby certifies that a copy of this paper has been served upon all parties, at their address
record by First Class Mail on this date.

Signature /Paul E. Thomas/

Name Paul E. Thomas

Date 06/15/2015
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD   

In the Matter of ‐‐  

U.S. App. Ser. No.:   86166439  

Mark:      CON ART & Design 

          

Filed:        January 15, 2014  

Published:      December 16, 2014 

______________________________________________________________________________                 

Art.com, Inc. 

   Opposer,       

v.              Opposition No. _________________   

Sharon Bar‐Noy, 

   Applicant. 

______________________________________________________________________________     

NOTICE OF OPPOSITION 

______________________________________________________________________________     

 

This opposition is made to the application of Applicant, Sharon Bar‐Noy, for federal 

registration of the CON ART & Design mark in U.S. Application Serial No. 86166439, which was 

published on December 16, 2014 (“Applicant’s Mark”).  Opposer, Art.com, Inc., has obtained an 

extension of time to oppose until June 15, 2015. 

Opposer believes it will be damaged by the registration of Applicant’s Mark and hereby  
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opposes the registration of Applicant’s Mark.  As the grounds for its opposition, Opposer states 

and alleges as follows:  

1.  Opposer is a corporation organized under the laws of Delaware, with an address at 

2100 Powell Street, 13th Floor, Emeryville, California 94608. 

2.  Founded in 1998, Opposer is an online retailer of high‐quality wall art and 

complementary décor.  Opposer’s declared mission is to make art accessible to all by 

transforming the way the world discovers, personalizes, shares, and purchases art. 

3.  Opposer has used its ART.COM mark in commerce since at least as early as 1998 in 

connection with its online retail store services in the field of art and its framing, glazing, and 

mounting services in the field of art.  Since at least as early as 2012, Opposer has used its mark 

in the following form: ‐‐    

 

‐‐ which is referred to hereinafter as the “Stacked Format” of the ART.COM mark.  Collectively, 

the ART.COM mark and the Stacked Format of the ART.COM mark are referred to hereinafter as 

“Opposer’s Marks.” 

4.  Opposer is the owner of U.S. Reg. No. 3601346 for ART.COM, which was registered 

on April 7, 2009 for use in connection with the following services in International Class 35 since 

at least as early as 1998:  “Online retail store services, mail order catalog services, and catalog 

ordering services all featuring wall décor, posters, art prints, original art, art reproductions, 
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lithographs, film cells, art etchings, drawings, decorative art objects, wall decals, wall murals, 

photographs, note cards, signs, plaques, magnets, tapestries, mirrors, calendars, photo frames, 

art print frames, and t‐shirts”; and with the following services in Class 40 since at least as early 

as 1998 – “Framing, glazing, mounting, canvas transfer, and other fixation or treatment for 

display purposes, namely, transferring to canvas of original and reproduced pictures, paintings, 

color prints, posters, fine art prints, limited edition prints, photographs, lithographs, cartoons, 

film cells, art etchings, drawings, wall decor, sculptures and other decorative art objects; 

consultation and providing information concerning art framing, mounting and other fixation or 

treatment for display purposes, materials, dimensions, matting, glazing and art printing.”  

Opposer is also the owner of U.S. Reg. No. 2586749 for the ART.COM mark and of two pending 

actual‐use based applications for registration of the ART.COM mark in the Stacked Format, U.S. 

App. Ser. Nos. 86367880 and 86367977, all for the same Class 35 or Class 40 services recited 

above.      

5.  On information and belief, Applicant is an individual with an address of 5367 Penfield 

Avenue, Woodland Hills, California 91364.  

6.  On January 15, 2014, Applicant filed, on an intent‐to‐use basis, an application to 

register the CON ART & Design mark for intended use in connection with the following goods in 

Class 16 ‐‐ “Magazines in the field of art, fashion, and culture,” and in connection with the 

following services in Class 42 – “Creating an online community for artists and creative people.”   

7.  Opposer believes that because of the similarity between Applicant’s Mark and 

Opposer’s Marks, and because of the relatedness of the goods and services which are identified 
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by Opposer’s Marks and which Applicant intends to identify with Applicant’s Mark,  any use by 

Applicant of Applicant’s Mark for which registration is sought in the application opposed in this 

Notice is likely to cause confusion, mistake or deception among consumers as to the source of 

origin, sponsorship, or approval of Applicant’s goods and/or services, in that purchasers or 

others are likely to believe that Applicant’s goods are Opposer’s or are in some way legitimately 

connected with, sponsored by, licensed by, or approved by Opposer.   

8.  Further, Opposer believes that use by Applicant of Applicant’s Mark for which 

registration is sought in the application opposed in this Notice has lessened, and will continue 

to lessen, the capacity of Opposer’s Marks to identify and distinguish goods and services 

provided to consumers in commerce by Opposer.  

9.  On information and belief, Applicant has not yet supported Applicant’s Mark that is 

the subject of the application opposed in this Notice by filing an Amendment to Allege Use or a 

Statement of Use. 

10.  On information and belief, Opposer established prior rights based on actual use in 

commerce in the United States several years before any date of actual use or constructive date 

of use by Applicant of Applicant’s Mark.  Consequently, any use by Applicant of Applicant’s 

Mark for which registration is sought in the application opposed in this Notice is without 

Opposer’s consent or permission.    

11.  Opposer’s Marks have acquired distinctiveness through continuous use in 

commerce over more than fourteen years and should be accorded the broad protection given 

to distinctive and well‐established marks in the marketplace.  
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Based on all of the foregoing, Opposer respectfully requests that the Trademark Trial 

and Appeal Board should refuse to allow the registration of Applicant’s CON ART & Design mark 

that is the subject of the application opposed by this Notice. 

 

Dated:  June 15, 2015       /Paul E. Thomas/  

Paul E. Thomas    
Attorney for Opposer 
2810 Gale Road 
Wayzata, Minnesota 55391 
650.804.4845 
pauledmundthomas@gmail.com  

  

 

 

 

CERTIFICATE OF SERVICE 

I hereby certify that a true copy of the NOTICE OF OPPOSITION was served by United States 
mail on Counsel for Applicant by mailing it to Counsel’s address, postage prepaid, on this 15th 
day of June, 2015: ‐‐ Morris E. Turek, 167 Lamp and Lantern Village, #220, St. Louis, MO 63017‐
8208.    

                /Paul E. Thomas/                 

Paul E. Thomas 


